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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

2. Claims 1-5,7 and 1 1 are rejected under 35 U.S.C. 102(b) as anticipated by 
Oldenburg (US Patent 6344272). 

Oldenburg et al. teaches particulate compositions which can absorb and scatter 
electromagnetic radiation. The particles are comprised of a nonconducting inner layer 
and an electrically conductive outer layer (Abstract). The conducting shell layer is metal 
or metal like and the particles can comprise alternating layers of conducting or 
nonconducting layers (Col. 5, lines 1-13). The nonconductive layers can include 
polymethylmethacrylate and polystyrene (Col. 5, line 22). The metal conducting layer 
can be comprised of noble and coinage metals such as gold, silver, copper, platinum, 
palladium, lead or iron (Col. 6, lines 1-10). The conducting layers have thicknesses 
ranging from 1 to 100 nm (Col. 6, lines 10-12). The core layer is comprised of colloidal 
silica which can have diameters ranging from 10 nm to 4 microns (Col. 5, lines 62-65). 
The patent also discloses that ratio of the thickness of the metal shell to the 
nonconducting inner layers can be varied with ratios ranging from 10 to 10~ 3 for 
purposes of absorbing radiation (Col. 8, lines 5-15). The particles of the invention can 
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be distributed in a matrix of polymers such as polyethylene and PVA (Col. 4, lines 41- 
43). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2 and 7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Oldenburg (US Patent 6344272). 

Oldenburg is relied upon as disclosed above. However, Oldenburg fails to teach 
the specific ratios of layer thicknesses as required in claims 2 and 7 and the weight 
limitations of Claim 7. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to optimize the thicknesses of the conductive films of Oldenburg 
through routine experimentation for best results. As to optimization results, a patent will 
not be granted based upon the optimization of result effective variables when the 
optimization is obtained through routine experimentation unless there is a showing of 
unexpected results which properly rebuts the prima facie case of obviousness. See In re 
Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219 (CCPA 1980). See also In re 
Woodruff, 919 F.2d 1575, 1578, 16 USPQ2d 1934, 1936-37 (Fed. Cir. 1990), and In re 
Alter, 220 F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955). As discussed above, the 
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reference teaches that the layer thicknesses and ratios of conducting to nonconducting 
layer thicknesses can be varied depending on the wavelengths of radiation being 
absorbed. Such variability would meet the definition of result effective variables. 
Further, with the variation in the layer thicknesses and the similarities of the materials 
being used, the Examiner respectfully submits that one of ordinary skill in the art would 
reasonably expect that the particles made in the prior art would meet the claimed weight 
limitations as well. 

Allowable Subject Matter 

5. Claims 6 and 8-10 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. The prior art does not teach, 
suggest or motivate one of ordinary skill in the art to produce a conductive particle 
wherein at least one portion of the surface of a conductive film contains a convex 
portion or where the particle contains a nickel metal layer. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jaison P. Thomas whose telephone number is (571) 
272-8917. The examiner can normally be reached on Mon-Fri 8:30 am to 5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Douglas McGinty can be reached on (571) 272-1029. The fax phone 
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number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jaison Thomas 
Examiner 
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